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(Si dney Moskowi tz, Managi ng Attorney).

Bef ore Hairston, Rogers and Drost, Adm nistrative Trademark
Judges.

Opi nion by Hairston, Adm nistrative Trademark Judge:

M ng Lau has filed an application to register the mark

GW GREAT WALL EXPRESS as shown bel ow,
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1

for “restaurant services.”
Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the

ground that applicant’s mark, when used in connection with

restaurant services, so resenbles each of the follow ng

mar ks, which are registered to the sanme entity, as to be

| i kely to cause confusion, mstake or deception:

GREATWALL for “canned goods-nanely, ne%t, fish
poultry, fruits, vegetables and jans”;

GREATWALL BRAND and design as shown bel ow,

for “canned goods-nanely, neat, fish, poultry,
fruits, vegetables and jans”; ™ and

! Serial No. 75/619,998, filed January 12, 1999, alleging dates
of first use of March 18, 1994.

2 Registration No. 1,100,901 issued August 29, 1978; renewed.

3 Regi stration No. 1,100,902 issued August 29, 1978; renewed.
The Chinese characters are translated into English as “Geat Wl
Brand.”
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GREATWALL and design as shown bel ow,

for “beer”.EI

In addition, the Trademark Exam ning Attorney has nade
final a requirenent that applicant disclai mEXPRESS apart
fromthe mark as shown.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

We turn first to the requirenent for a disclainmer of
the word EXPRESS. It is the Exami ning Attorney’ s position

that the word EXPRESS describes a feature or characteristic

4 Regi stration No. 1,249,970 issued June 7, 1983; Section 8
affidavit filed. As in the previous registration, the Chinese
characters are translated into English as “Geat Wall Brand.”
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of applicant’s restaurant services, nanely that food is
provi ded to customers quickly. While the Exam ning
Attorney acknow edges that applicant’s services are not
specifically identified as fast-food or “express”
restaurant services, the Exam ning Attorney maintains that
applicant’s recitation of services is broad enough to
enconpass fast-food or “express” restaurant services. In
support of the disclainmer requirenent, the Exam ning
Attorney submtted copies of twenty-four third-party
regi strations for marks which include EXPRESS f or
restaurant services wherein such word is disclained.
Applicant, on the other hand, contends that according

to definitions taken from Wbster’s Ninth New Col | egi ate

Dictionary, the word “express” neans exigency, sonething

explicit or a node of transportation, and thus, “[express]
is not inexorably relevant to restaurant services.”
(Brief, p. 3).

In this case, we agree with the Exam ning Attorney
that EXPRESS is descriptive of a feature or characteristic
of applicant’s services and nust be disclained. W

judicially notice The American Heritage Dictionary of the

Engl i sh Language (4'" ed. 2000) wherein the word “express”

is defined as, inter alia, “sent out wwth or noving at high
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speed. ”°[] Wen we consider this definition of “express” in
connection with applicant’s services, it is readily
apparent that “express” describes the fact that the food is
sent out or provided to custoners quickly. That the Ofice
has considered this termdescriptive of a feature or
characteristic of restaurant services is borne out by the
third-party registrations wherein the termis disclained.
Mor eover, as pointed out by the Exam ning Attorney, because
applicant’s services are broadly identified as restaurant
services, they are broad enough to enconpass restaurant
services which are fast-food or “express” in nature. In
view of the foregoing, the requirenment for a disclainer of
EXPRESS i s appropriate.

W turn next to the refusal to register under Section
2(d) of the Trademark Act. Qur determ nation under Section
2(d) of the Trademark Act is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors bearing on the |ikelihood of confusion issue. 1In
re E. |I. duPont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). In any likelihood of confusion analysis,

two key considerations are the simlarities between the

® The Board may take judicial notice of dictionary definitions.
Uni versity of Notre Dame du Lac v. J.C. Gournet Food Inports Co.
213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505
(Fed. Cir. 1983).
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mar ks and the simlarities between the goods and/ or
servi ces.

W note at the outset, that there is no per se rule
which requires a finding that confusion is |likely whenever
food itens and restaurant services are offered under
simlar marks. See, e.g., Jacobs v. International
Mul tifoods Corp., 668 F.2d 1234, 212 USPQ 641 ( CCPA 1982)
[no I'ikelihood of confusion between BOSTON TEA PARTY for
tea and BOSTON SEA PARTY for restaurant services; “a party
must show sonething nore than that simlar or even
identical marks are used for food products and for
restaurant services”]; and In re Central Soya Conpany,
Inc., 220 USPQ 914 (TTAB 1984) [no |ikelihood of confusion
bet ween POSADA (stylized) for Mexican style prepared frozen
enchil adas and LA POSADA for | odgi ng and restaurant
services].

We shoul d point out that although the Exam ning
Attorney listed in the introductory section of his brief
Regi stration No. 1,249,970 for the mark GREATWALL and
design for beer as a basis for refusing registration under
Section 2(d), there is no discussion or argunment with
respect to this registration in his brief. Inasnmuch as it
appears that the Exam ning Attorney is not pressing the

refusal on the basis of this registration, we deem such
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refusal to have been w thdrawn and we have given it no
consideration. For purposes of our decision then, we have
considered only Registrations Nos. 1,100,901 and 1, 100, 902
for the marks GREATWALL and GREATWALL BRAND and desi gn,
respectively.

We conpare first applicant’s mark GW GREAT WALL
EXPRESS and the marks GREATWALL and GREATWALL BRAND and
design. Although there are simlarities between
applicant’s mark and registrant’s nmarks due to the shared
presence of the term GREAT WALL, we find that there are
specific differences between applicant’s mark and these two
cited marks. In particular, the inclusion in applicant’s
mark of the joined letters “G and “W displayed in a
prom nent manner results in a mark that, when considered in
its entirety, is different in appearance from GREATWALL and
GREATWALL BRAND and desi gn.

More inmportantly, as to the respective goods and
services, we are not persuaded, on this record, that
restaurant services, on the one hand, and canned neat,
fish, poultry, fruits, vegetables and jans, on the other
hand, are related. In support of his contention that such
goods and services are related, the Exam ning Attorney
submtted thirteen registrations which cover restaurant

services on the one hand, and various food itens, on the
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ot her hand. However, there are several problens with the
registrations. None of the thirteen registrations covers
canned food itens of any kind. Rather, they cover prepared
foods or fresh and/or frozen food itens. Mdreover, seven
of the registrations issued under Section 44(e) of the
Trademark Act, rather than on the basis of use in conmerce,
and two of the registrations are clearly house nmarks and
cover a variety of food itens and other unrel ated products
and services. In short, these registrations do not satisfy
the “somet hing nore” evidence requirenent set forth by the
Court in Jacobs v. International Miltifoods Corp., supra,

at 212 USPQ 643. Wiile the Exam ning Attorney has relied
on In re Azteca Restaurant Enterprises Inc., 50 USP@@d 1209
(TTAB 1999), in support of his contention that restaurant
services and the canned foods identified in the cited
registrations are related, we believe that case is

di stingui shable fromthe facts herein. 1In that case, the
Board found a |ikelihood of confusion between the
applicant’s restaurant services rendered under the mark
AZTECA MEXI CAN RESTAURANT and the registrant’s Mexi can food
products sold under the mark AZTECA. Not only were the
marks in In re Azteca substantially simlar, but the record
therein consisted of ten use-based third-party

regi strations of marks which were registered for restaurant
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services, on the one hand, and food itens, on the other
hand. In addition, five of the registrations covered both
restaurant services and Mexican food itens.

In sum when we consider the specific differences in
applicant’s mark and the cited nmarks along with the fact
that the record | acks the “sonmething nore” necessary to
establish that restaurant services and canned foods are
related, it is our viewthat applicant’s use of the mark GW
GREAT WALL EXPRESS is not likely to cause confusion with
t he marks GREATWALL and GREATWALL BRAND and desi gn.

Decision: The refusal to register under Section 2(d)
of the Act in view of Registration Nos. 1,100,901 and
1,100, 902 is reversed.

The requirenent for a disclainmer of the word EXPRESS
is affirmed. Nonetheless, this decision will be set aside
and applicant’s mark published for opposition if applicant,
no later than thirty days fromthe nmailing date hereof,

subm ts an appropriate disclainmer of EXPRESS.



